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REMARKS AND RESPONSE TO RESTRICTION REQUIREMENT 

The Examiner has required restriction of the invention vinder 35 U.S.C. § 121 to one of 
the following groups: 

Group I: Claims 1, 4, and 9-15, drawn to a method of downregulating the immune 
response, or upregulating the interaction of B7-4 with an inhibitory receptor on an 
immune cell, comprising contacting an immune cell or an antigen presenting cell with an 
"agent" that upregulates signaling via PD-1, classified in class 424, subclass 600. 

Group II: Claims 1, 4, 7 and 9-15, dravra to a method of upregulating the immune 
response, downregulating the interaction of B7-4 with an inhibitory receptor on an 
immune cell, comprising contacting an immune cell or an antigen presenting cell with an 
agent that downregulates signaling via PD-1, classified in class 424, subclass 600. 

Group III: Claims 1, 4, and 7-10, drawn to a method of upregulating the immune 
response comprising contacting an immune cell with a blocking antibody that recognizes 
PD-1, classified in class 424, subclass 144.1. 

Group IV: Claims 1, 4, and 7-15, drawn to a method of upregulating the immune 
response, or downregulating the interaction of B7-4 with an inhibitory receptor on an 
immune cell, comprising contacting £in immune cell or antigen presenting cell with a 
form of B7-4, classified in class 424, subclass 192.1. 

Group V: Claims 1, 4, and 7-15, drawn to a method of upregulating the immune 
response comprising contacting an immune cell with an antibody that recognizes B7-4, 
classified in class 424, subclass 143.1. 

Group VI: Claims 1, 4, and 7-15, drawn to a method of upregulating the immune 
response, or downregulating the interaction of B7-4 with an inhibitory receptor on an 
immune cell, comprising contacting an immune cell or antigen presenting cell with a 
form of PD-1, classified in class 424, subclass 192.1 
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Group VII: Claims 11-15, drawn to a method of upregulating the interaction of B7-4 
with an inhibitory receptor on an immune cell comprising contacting an antigen 
presenting cell with a form of B7-4, classified in class 424, subclass 184.1. 

Group VIII: Claims 11-15, drawn to a method of upregulating the interaction of B7-4 
with an inhibitory receptor on an immime cell comprising contacting an antigen 
presenting cell with a form of PD-1, classified in class 514, subclass 2. 

Group IX: Claims 19-22, drawn to a method of treating a subject by administering a 
soluble form of PD-1, classified in class 514, subclass 2. 

Group X: Claims 19-22, drawn to a method of treating a subject by administering a 
soluble for of B7-4, classified in class 424, subclass 184.1. 

If Applicants elect Group IX or X, the Examiner further requires a species election for 
the condition that would benefit from upregulating the immime response among the species of: 



Finally, if a restriction Group drawn to either claim 1, 1 1, 12, 19 or 21 is elected, election 
of a structurally distinct "agent" is required for prosecution on the merits. 

Applicants respectfully submit that the Restriction Requirement set forth by the 
Examiner contains a typographical error, in that Group II is drawn to method of upregulating the 
immune response, or downregulating the interaction of B7-4 with an inhibitory receptor on an 
immune cell, comprising contacting an immune cell or an antigen presenting cell with an agent 
that downregulates signaling via PD-1, and not "upregulates" as indicated at page 4 of the Office 
Action of June 30, 2004. 

ApplicEints hereby elect the Group II invention (claims 1, 4, 7 and 9-15, drawn to a 
method of upregulating the immune response, or downregulating the interaction of B7-4 with an 
inhibitory receptor on an immune cell, comprising contacting an immune cell or an antigen 
presenting cell with an agent that downregulates signaling via PD-1) under 35 U.S.C. § 121 for 



Species: 



A) 
B) 
C) 



a tumor; 

a neurological disease; or 

an immunosuppresive disease. 
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prosecution in the present application, with traverse. Applicants traverse the restriction 
requirement to the extent that Groups II, III, IV, V, VI, VII and VIII should be reformed as a 
single group, newly formed Group II, containing claims 1, 4 and 7-15. Applicants hereby elect 
newly formed Group II for prosecution on the merits. Applicants' grounds for traversal are set 
forth below. 

It is respectfully submitted that Applicants have presented allowable generic claims, 
claims 1, 4, 7 and 9-15, which are generic to the claims set forth in Groups II- VIII proposed by 
the Examiner. Claims 1, 4, 7 and 9-15 are drawn to a method of upregulating the immune 
response, or downregulating the interaction of B7-4 with an inhibitory receptor on an immune 
cell, comprising contacting an immune cell or an antigen presenting cell with an agent that 
downregulates signaling via PD-1 . The claims of Groups III- VIII are directed to specific agents 
and/or types of immune cells embraced by the claims of Group 11. It is Applicants' position that 
given the presence of claims 1, 4, 7 and 9-15, which are generic to groups II-VIIl proposed by 
the Examiner, a restriction under 35 U.S.C. 121 is improper. In view of the above traversal. 
Applicants hereby elect newly formed Group II, claims 1, 4 and 7-15. 

Applicants further elect the species of anti-B7-4 antibodies for prosecution on the merits. 
It is Applicants' understanding that the search will be extended to the remaining species upon a 
finding of allowability. 

Applicants reserve the right to traverse the restriction between the non-elected groups in 
this or a separate application. 
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SUMMARY 

Applicant believes no fee is due with this statement. However, if a fee is due, please 
charge our Deposit Account No. 12-0080, under Order No. GNN-004BDV from which the 
undersigned is authorized to draw. 



Dated: October 29, 2004 



Respectfully submitted, 




Attorney For Applicant 
LAHIVE & COCKFIELD, LLP 
28 State Street 

Boston, Massachusetts 02109 
(617) 227-7400 
(617) 742-4214 (Fax) 
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